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Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Son! d S !f tem ? nt Article . 35 ( 2 > with regard to novelty, inventive step or industrial applicability- 
citations and explanations supporting such statement w * ^ 

Certain documents cited 
Certain defects in the international application 
□ Box No . VIII Certain observations on the international application 
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□ This report is based on translations from the original language into the following language 
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international search (under Rules 12.3 and 23.1(b)) 
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publication of the international application (under Rule 12 4) 
□ international preliminary examination (under Rules 55.2 and/or 55.3) 
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The international application as originally filed/furnished 
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pages 

„, . . , as originally filed/furnished 
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| ] the claims: 
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pages* 
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I I the claims, Nos. 



□ 
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application No. 
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1 . EH In response to the invitation to restrict or pay additional fees the applicant has: • 
I I restricted the claims. 
1^1 paid additional fees. 

□ 

paid additional fees under protest, 
neither restricted nor paid additional fees. 

2. □ ™* Authority found that the requirement of unity of invention is not complied with and chose, according to Rule 68 1 
— not to mvite the applicant to restrict or pay additional fees. 

3. This Authority considers that the requirement of unity of invention in accordance with Rules 13.1, 13.2 and 13 3 is 
□ complied with. 

£3 not complied with for the following reasons: 

. The special technical feature of the inventions of claims 1-17 is the arbutin ester compound 
represented by General Formula (1). 

II The special technical feature of the inventions of claims 18-22 is the fact that undecylenic acid or 
salt .thereof or ester derivative thereof represented by General Formula (2) is used as a tyrosinase 
inhibitor. 

m. The special technical feature of the inventions of claims 23-31 is the fact that the ascorbic acid 
and/or an ascorbic acid derivative is used as a promoter of tyrosinase activity. 

IV. The special technical feature of the inventions of claims 32-36 is a process for producing ester 
compounds using lipase A derived from Candida antarctica. 

Thus, the groups of inventions in I-IV above do not have a technical relationship that 
ontains one or more than one of the same or corresponding special technical features and 
therefore these groups of inventions are not so linked as to form a single general inventive 
concept. 



Consequently, this report has been established in respect of the following parts of the international application: 
IHJ all parts. 

the parts relating to claims Nos. ' 
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Box No. V Reasoned state m ent under Article 35(2) with regard to novelty, inventive step or industrial applicability. 
I nations and explanations supporting such statement PP camnty, 



1. Statement 

Novelty (N) 



Inventive step (IS) 
Industrial applicability (IA) 



Claims 
Claims 

Claims 
Claims 

Claims 
Claims 



2-6, 8,11,12, 16. 17. 33-36 



1,7, 9,10, 13-15. 18-32 



_2-6, 8, 36 



1, 7, 9-35 



1-36 



YES 
NO 

YES 
NO 

YES 
NO 
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)ocument 12: 
)ocument 13: 
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(Document 16: 
pocument 17: 
(Document 18: 
Document 20: 



WO 01/79241 Al 

Journal of Bioscience and Bioengineering, 1999, Vol. 87, No. 1, page 105-107 
Journal of Natural Products, 1999, Vol. 62, No. 1 1, page 1526-1531 
roT^^°A leCUlar Catal y sis B: Enzymatic, 1999, Vol. 7, page 307-310 

JP 11-71225 A 
JP 4-134012 A 
JP 2002-1 14670 Al 
JP 5-137994 A 
JP 2001-322990 A 
JP 5-294820 A 
JP 4-182415 A 
JP 2001-316226 A 
JP 2002-275060 A 

JP 2001-158730 A ' 
JP 2001-151623 A 

Tetrahedron: Asymmetry, 1999, Vol. 10, page 4405-4415 
ES 2 S 141 670^1^ 2 ° 02 ' 67 ' N °' 14 ' Page 4978-4981 



I. Claims 1-17 

of ^frS? 161 3 °5 d0( ;? ment 1 describes ™ esterification reaction between arbutin and the ethyl ester 
L;a . D ° Cmnent 2 Scribes an esterification reaction between arbutin and the vinyl ester of cinnamic I 
acid to 3 S,^L 3 ,? f rib T ******* , Com P° md 1 fc y an esterification reaction of arbutin and benzoic 
>vl eSrT^?!f^f Co ?l' ound 3a b y esterification reaction of arbntin and the 
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In case the space in any of the preceding boxes is not sufficient. 
| Continuation 1 of Box V: v 

Generally speaking, it was widely known technical knowledge before the filing date of this 
apphca*on that an esterification reaction in which a dehydration treatment is performed coTxLentlv 
wxU enable the reaction to proceed smoothly. Therefore, persons skilled in tiJart 3 eS3oL 
this reaction concurrently With a dehydration treatment while producing the tester arbiZ ' 
compounds described in documents 1-4. Furthermore, this examination finds th^t peSon^killed in 
the art can separate the compound obtained thereby from unreacted substanceSpu^fy t at nteld 
Document 5 states that arbutin compounds in which the OH group at the & position* esSnfied 

which the OH group at the 4 position rather than at the & position is esterified inhibit tyrosinase This 

tetionTth ** PerS ° nS SkiUed - *e art can easily coaSSe 

nJnbition in the : arbuto compounds described in documents 1-4 in which the OH group at the 6' 

A eStenf *i h i a hydrophilic group. Furthermore, this examination finds mat arbutin 
compounds m which the OH group at the 6' position is esterified by a hydrophilic group provide no 

fceS 8 effeCt ta C ° mpariSOn t0 &e eSterified C ~ ds 

iFoi^W?^^^ 6 ^ 1 ,' 6 neithet d6SCribe n ° r SUggest ^ compounds of General 
formulas (2)-(6) and (8) of this application, and this examination finds that conceiving of these 
compounds is not obvious to persons skilled in the art onceiving or tnese 

L ^ ^elusion based on the descriptions in documents 1-4 the inventions of claims 1,7, 9 10 and 
111 t f ?% Cahon lack novelt y ™* an inventive step, based on the descriptions in any of I 

on ZT^r * ??? 16 ^ 17 a PP Ucation lack ^ *ventive strand based 

on the descriptions in documents 1-6, the inventions of claims in 1 1 and 12 of this application lackan 
mventive step. On the other hand, the inventions of claims 2-6 and 8 are novel Td rnvolv^ 
inventive step with respect to documents 1-6. 

|H. Claims 18-22 

iJJ^T!? 8 7 l eSCribe cosmetics for *» skin that contain undecylenic acid or a salt of 
to^^tlSSJST -^TT ^ bitOT ° f ^ a PP Ucation is ™* ™ « cosmetic for the skin, and 
r^™i^^f^ le -? 0m C ° SmetiCS f ° r *» Skin described 111 documents 7 andT 

Document 9 describes an oil-in-water based skin cream that contains 6-(l l-undecylenyl)-trehalose 

fc£Z£« ^fT 6 ° f ^ ^c^on is used as a cosmetic for the skin and merefore 

it is indistinguishable from the cosmetic for the skin described in document 9 mererore 

USfiS ^ p deScri P tions - «y of documents 7-9, the inventions of claims 1 8-22 lack 
|in. Claims 23-31 

Documents 10-16 describe cosmetics for the skin or cosmetics for the hair that contain ascorbic 
|acid, a phosphoric acid ester of ascorbic acid, or a glycoside of ascorbic acid. 

(Continued)! 
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Continuation 2 of Box V: 

In this case, the tyrosinase promoter of this application is used as a cosmetic for the skin or a cosmetic 
for the hair, and therefore it is indistinguishable from the cosmetics for the skin or cosmetics for the 
hair described in any of documents 1 0- 1 6. In addition, in the cosmetics that are a promoter of 
tyrosinase activity in this application, the content of ascorbic acid or a derivative thereof overlaps with 
the content of ascorbic acid or a derivative thereof in the cosmetics described in documents 10-16. 

As a result, based on the descriptions in any of documents 10-16, the inventions of claims 23-31 
lack novelty and an inventive step. 

IV, Claims 32-36 

Documents 1 7 and 1 8 describe a process for producing ester compounds in which a compound 
having a hydroxyl group is reacted with a fatty acid ester in an aprotic organic solvent such as an 
ether, etc., in the presence of lipase A derived from Candida antarctica. In addition, persons skilled in 
the art can use other solvents such as dimethyl formamide, etc., as the aprotic organic solvent as 
needed. 

Documents 1 9 and 20 describe a sucrose esterification process using lipase, and persons skilled in 
the art can easily use lipase A derived from Candida antarctica described in documents 17 and 18 as 
that lipase. 

On the other hand documents 17-20 neither describe nor suggest selective esterification of only the 
hydroxyl group at the 2 position of sucrose by lipase A derived from Candida antarctica, and this 
matter is not obvious to persons skilled in the art. 

. As a result, based on the description in document 17 or document 18, the invention of claim 32 of 
this application lacks novelty and an inventive step, based on the description in document 17 or 
document 1 8, the invention of claim 33 of this application lacks an inventive step, and based on the 
descriptions in documents 17-20, the inventions of claims 34 and 35 of this application lack an 
inventive step. On the other hand the invention of claim 36 of this application is novel and involves an 
inventive step with respect to documents 1 7-20. 
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